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DETAILED ACTION 



1 . This action is in response to the Decision on Petition Under 37 C.F.R 1 .1 37(b) 
filed October 3, 2005 and responsive to the Amendment filed October 25, 2004. 



2. Claims 1 , 8, and 24 have been amended. 



3. Claims 1-45 have been examined and are pending with this action. 



Claim Rejections - 35 USC §112 

4. Claims 1, 8, and 24 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject 
matter, which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. The recited page 4, lines 17-18 do 
not support the presently amended claim. Lines 16-18 on page 4 of the specification 
states: 

Once the message is downloaded, the recipient's computer may note the existence of the e- 
mail's predetermined identifier, and if the correct feature is present and enabled, the computer 
automatically opens and plays the sound file. 



Application/Control Number: 09/668,875 Page 3 

Art Unit: 2155 

The applicant assumes that because the recipient's computer recognizes the existence 
of a predetermined identifier, that such identifier indicates a course of action to be taken 
on the file. The "course of action to be taken" expresses within the claim limitation that 
more than one action is considered. However, the above-recited lines only indicate that 
when the recipient's computer recognizes the existence of a correct identifier, "the 
computer automatically opens and plays the sound file". There is insufficient evidence 
that the identifier indicates a course of action but rather triggers a reaction or a 
response (namely a pre-established action). In other words, depending on whether the 
identifier is correct or not determines whether the computer opens and plays or not. 
The claim language should be corrected to reflect such teachings. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



5. Claims 1-10, 12-19, 21-31, 33-41, and 44-45 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Logan et al. (US 5,732,216 A) in view of Palmer et al. (US 
6,259,444 B1). 



Application/Control Number: 09/668,875 Page 4 

Art Unit: 2155 

INDEPENDENT: 

As per claim 1, Logan teaches an electronic message comprising: sound file 
(see col.42, line 67 to coL43, line 2); and, predetermined identifier with said sound file 
(see col. 15, lines 15-19; col.44, lines 12-15; and col.45, lines 52-54). 

Logan does not explicitly teach wherein the identifier indicates a course of action 
to be taken with the file. Palmer teaches of an identifier indicating a course of action to 
be taken with the file (see col. 16, lines 18-31 & lines 44-51). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to employ the teachings of Palmer within the system of Logan by 
implementing an identifier indicating a course of action to be taken within the electronic 
messaging system because Palmer teaches that in a file system users are allowed to 
create, edit, and manipulate "the content and structure of the file system" (see col. 4, 
lines 17-22), therefore, regardless of the type of file system, implementing the teachings 
of Palmer would allow the user to create, edit, and manipulate the sound or audio 
content and sound or audio structure. 

As per claim 8, Logan teaches a method for sending an e-mail comprising: 
attaching a sound file to an e-mail (see col.42, line 67 to col.43, line 2); and utilizing a 
predetermined identifier with said sound file into said email (see col. 15, lines 15-19; 
col.44, lines 12-15; and col.45, lines 52-54). 

Logan does not explicitly teach wherein the identifier indicates a course of action 
to be taken with the file. Palmer teaches of an identifier indicating a course of action to 
be taken with the file (see col. 16, lines 18-31 & lines 44-51). 
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It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to employ the teachings of Palmer within the system of Logan by 
implementing an identifier indicating a course of action to be taken within the method for 
sending an e-mail because Palmer teaches that in a file system users are allowed to 
create, edit, and manipulate "the content and structure of the file system" (see col. 4, 
lines 17-22), therefore, regardless of the type of file system, implementing the teachings 
of Palmer would allow the user to create, edit, and manipulate the sound or audio 
content and sound or audio structure. 

As per claim 24, Logan teaches a method for announcing electronic messages 
comprising: receiving an electronic message with an attached sound file (see col.42, 
line 67 to col .43, line 2); noting the presence of a predetermined identifier with said 
sound file (see col. 15, lines 15-19; col.44, lines 12-15; and col.45, lines 52-54); and, 
playing the attached sound file (see col.1, lines 42-46). 

Logan does not explicitly teach wherein the identifier indicates a course of action 
to be taken with the file. Palmer teaches of an identifier indicating a course of action to 
be taken with the file (see col.1 6, lines 18-31 & lines 44-51). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to employ the teachings of Palmer within the system of Logan by 
implementing an identifier indicating a course of action to be taken within the method for 
announcing electronic messages because Palmer teaches that in a file system users 
are allowed to create, edit, and manipulate "the content and structure of the file system" 
(see col.4, lines 17-22), therefore, regardless of the type of file system, implementing 
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the teachings of Palmer would allow the user to create, edit, and manipulate the sound 
or audio content and sound or audio structure such as "playing" the sound file. 
DEPENDENT: 

As per claims 2-4, 14-16, and 26-28, Logan further teaches wherein said sound 
file contains at least one word in a computer-simulated voice and at least one word in a 
sender's voice (see coL28, lines 19-26). 

As per claim 5, Logan further teaches wherein the predetermined identifier is a 
specific file name associated with said sound file (see col. 5, lines 6-15). 

As per claims 6, 17, and 29, Logan further teaches wherein the predetermined 
identifier is an information tag (see col .44, lines 12-15). 

As per claims 7, 18, and 30, Logan further teaches wherein the information tag 
is embedded in the e-mail header (see col.43, lines 5-15). 

As per claim 9, Logan further teaches wherein said attaching, is performed by a 
computer at a sending party's end (see col. 15, lines 15-19). 

As per claim 10, Logan further teaches wherein said attaching is automatic (see 
col. 10, lines 28-36). 

As per claim 12, Logan further teaches wherein said attaching, is performed by 
an e-nnail server (see col.4, lines 40-46 and col.6, lines 39-41). 

As per claim 13, Logan further teaches wherein said attaching is, performed by a 
recipient computer (see col.2, lines 10-14 and col. 15, lines 15-19). 
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As per claims 19 and 31, Logan further teaches wherein the information tag, is 
embedded by a sender computer (see col.43, lines 26-33 & 46-60 and col.44, lines 12- 
15). 

As per claims 21 and 33, Logan further teaches wherein the information tag, is 
embedded by an e-mail server (see claim 7 and 19 rejection above). 

As per claim 22 and 34, Logan further teaches wherein the information tag, is 
embedded by a recipient computer (see claim 13 and 19 rejection above). 

As per claim 23, Logan further teaches wherein said attaching, is selectively 
performed by a sending party (see col.1 1, lines 27-34). 

As per claim 25, Logan teaches of further comprising receiving at least one more 
electronic message with an attached sound file and playing said at least one more 
sound file (see col.7, lines 51-61). 

As per claim 35, Logan further teaches wherein said playing is selective (see 
col .46, lines 26-28). 

As per claim 36, Logan further teaches wherein said playing is performed at a 
recipient computer (see col.1, lines 42-49). 

As per claim 37, Logan further teaches wherein said playing is performed at 
recipient customer premise equipment (see col.1, lines 42-49) 

As per claim 38, Logan further teaches where said playing is performed at a 
recipient voice mail (see col.1 5, lines 31-46). 

As per claim 39, Logan teaches of further comprising converting the content of 
the electronic message to a voice message (see col. 28, lines 19-26). 
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As per claim 40, Logan further teaches where said converting is performed at an 
e-mail server (see col.5, lines 26-31). 

As per claim 41, Logan further teaches where said converting is performed at a 
recipient computer (see col.5, lines 16-26). 

As per claim 44, Logan further teaches wherein said converting is performed 
using a sound file as a voice sample. 

As per claim 45, Logan teaches of further comprising transferring said voice 
miessage to a voice mailbox (see col. 15, lines 31-46 and col.29, lines 36-41). 

6. Claims 1 1, 20, 32, 42, and 43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Logan et al. (US 5,732,216 A) and Palmer et al. (US 6,259,444 B1), 
and further in view of Agraharam et al. (US 6,085,231 A). 

As per claims 11, 20, 32, and 42, Logan further teaches wherein said attaching 
is performed by a computer at a sending party's end (see claim 9 rejection above), 
wherein the information tag is embedded by a computer at a sending part/s end (see 
claim 7 rejection above), and wherein said converting is performed at a computer at the 
receiving party's end. 

Logan and Palmer do not explicitly teach of an adjunct to a sender or a receiver 
for performing these steps. Agraharam teaches of an adjunct (see col. 3, lines 20-29). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to employ the teachings of Agraharam within the system of Logan 
and Palmer by implementing adjunct devices or means for performing each function by 
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means of adjunct devices or servers or the like within the method for sending an e-mail 
or announcing and electronic message because Agraharam teaches that a subscriber 
can retrieve both their voice-mail and e-mail messages by accessing only their e-mail 
(see abstract) and Logan teaches comments could be transmitted via an e-mail as an 
attachment (see col .42, line 67-col.43, line 2). Therefore, if an attachment of an e-mail 
was to be retrieved that contained comments/voicemail, one would readily employ an e- 
mail server that is "part of or adjunct" to the ISP (see Agraharam col. 3, lines 20-25). 

As per claim 43, Logan and Palmer do not explicitly teach wherein said 
converting is performed at a voice messaging system. Agraharam teaches wherein 
said converting is performed at a voice messaging system (see Fig.2, #202 & #206 and 
col.4, lines 7-17). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to employ the teachings of Agraharam within the system of Logan 
and Palmer by implementing conversion to be performed at a voice messaging system 
within the method for sending an e-mail or announcing and electronic message because 
Logan teaches of voice messages (see coL29, lines 39) and explains how conversion is 
preferable at the client station to quickly download text files rather than audio files which 
are larger thus increasing transmission time (see col.5, lines 16-26). 
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Response to Arguments 

7. Applicant* s arguments with respect to claims 1 , 8, and 24 have been considered 
but are moot in view of the new ground(s) of rejection. 

In response to the "identifier"' of Logan et al. (US 5,732,21 6 A), the newly cited 
reference Palmer ei al. (US 6,259,444 B1) teaches such limitations. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Logan teaches, 
"comment could be transmitted as an audio file attachment to an E-mail message" (see 
col.42, line 67-col.43, line 1). By implementing such features, sufficient motivations 
exists to employ the retrieving of "both their voice-mail messages and e-mail messages 
by accessing only their e-mail system" as noted by the applicant(s) as to the teachings 
of Agraharam, 

For the reasons above all dependent claims remain rejected. 
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Conclusion 

8. Applicant's amendnrient necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Y. Won whose telephone number is 571-272- 
3993. The examiner can normally be reached on M-Th: 7AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached on 571-272-4006. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Michael Won 
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